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DETAILED ACTION (Supplemental to prior Office action) 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 , 2, 4, 5 and 6 rejected under 35 U.S.C. 102(b) as being anticipated by 
Sato et al (US Patent 4963639). 

Sato discloses polyamide polyols, which can be can be synthesized by reacting 
a polyamide with a hydroxyl-containing carboxylic acid (Column 5, line 13). Specific 
examples of hydroxyl-containing acids, which can be reacted with a polyamide include 
lactic acid, glycolic acid , hydrobutyric acid , hydroxystearic acid and the like. (Column 5, 
line 40). Since the resulting hydroxyl-terminated polyamide is a precursor for further 
polyurethane synthesis, it should meet the limitations of Claims 4 and 6. 



Claim 1,2, 4, 5 and 6 rejected under 35 U.S.C. 102(b) as being anticipated by 
Melchiors et al (US Publication Number 2002/01 65334A1). 

Melchiors teaches a synthesis of hydroxyl terminated polyamide with Mn ranged 
from 400 to 5000, which are precursors for polyurethanes. (Column 2, line 0023). 



Application/Control Number 1 0/531 ,225 Page 3 

Art Unit: 1711 

Therefore, at the typical reaction ratio, which is close to 1:1, .the resulting product will 
have hydroxy! terminated framents from polyamide component. 

Claim Rejections • 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 3 rejected under 35 U.S.C. 103(a) as being unpatentable over Sato. Sato 

discloses a usage of hydroxybutyric acid as an polyamide endcapper. However, it 

would be obvious to replace the above acid to hydroxycaproic acid to obtain a 

hydroxyl-ended polyamide with the same properties. 

Compounds which are position isomers (compounds having the same 
radicals in physically different positions on the same nucleus) or homologs 
(compounds differing regulariy by the successive addition of the same 
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chemical group, e.g., by -CH2 - groups) are generally of sufficiently close 
structural similarity that there is a presumed expectation that such 
compounds possess similar pi-operties. In re Wilder, 563 F.2d 457, 195 
USPQ 426 (CCPA 1977). See also In re May, 574 F.2d 1082, 197 USPQ 
601 (CCPA 1978) (stereoisomers prima facie obvious), (MPEP 2144.09). 

Claims 7- 9 rejected under 35 U.S.C. 103(a) as being unpatentable over Sato as 
applied to claim 1 above, and further in view of Brubaker (US Patent 2264293). 

Sato doesn't teach the application of the polyamide in form of fiber, film and 
molding. 

Brubaker discloses a synthesis of hydroxyl terminated polyamide by adding 
monoalkyi amine to a reaction mixture comprising a diacid and a diamine (page 1, 
Example 1). The structure of Brubaker's polyamide is essentially the same as one 
disclosed in Claim 1 . The above polyamides possess increased affinity to dyes, when 
processed as fibers and filaments. Also, Brubaker teaches that the above polyamides 
have advantages in spinning from solution, preparafion of films, ribbons, etc (Column 4 
line 5). Therefore, it would be obvious to use hydroxyl terminated polyamides for variety 
of applications, such as production of fibers and films and injection molding. 



Claim Rejections - 35 USC § 102/103 



Application/Control Number: 1 0/531 ,225 Page 5 

Art Unit: 1711 

Claim 1, 3 7. 9, 10, 1 1, 13 and 14 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brubaker. 

Regarding claims 7 and 9 Brubaker teaches a fiber forming hydroxyl terminated 
polyamide. The fiber above produced by extrusion molding process (Page 1, line 20). 

In reference to Claim 10, Brubaker teaches that the hydroxyl group present in 
amount of from 0.1- to 5 mol %. 

Regarding Claims 13 and 14 Brubaker teaches hydroxyl terminated polyamide 
based on Caprolactam (Example 3, page 2). 

In reference to Claim 16, Brubaker teaches pigmented fibers. 

Brubaker does not teach alkanemonocarboxylic acid. However, Brubaker's 
polyamide has essentially the same structure as Applicant's resin. Therefore, product- 
by-process rejection can be applied. 

"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process" In re 
Thorpe, 777 F,2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
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"The Patent Office bears a lesser burden of proof in making out a case of prima facie 
obviousness for product-by-process claims because of their peculiar nature" than when 
a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 
180 USPQ 324, 326 (CCPA 1974). Once the examiner provides a rationale tending to 
show that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious difference between the claimed product and 
the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 
.1983). 



"[W]hen the prior art discloses a product which reasonably appears to be either identical 
with or only slightly different than a product claimed in a product-by-process claim, 

a rejection based alternatively on either section 102 or section 103 of the statute is 
emihently fair and acceptable. As a practical matter, the Patent Office is not equipped 

to manufacture products by the myriad of processes put before it and then obtain prior 
art products and make physical comparisons therewith." In re Brown, 459 F.2d 531, 

535, 1 73 USPQ 685, 688 (CCPA 1 972). 



Claim Rejections - 35 USC § 102 



Claims 1, 2, 3, 5, 8, 1 1, 12 rejected under 35 U.S.C. 102(b) as being anticipated 
by Marion (US patent 5278249) herein Marion. 
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Marion teaches a hydroxyl terminated polyamide (Claim 3, Column 16) end- 
capped with 6-hydroxycaproic acid (Column 5, Line 30), which can be used for coating 
(film) (Abstract). 

Claims 1, 2, 3, 5, 7, 11, 12, 13, 14, 15, 17, 18 rejected under 35 U.S.C. 102(b) as 
being anticipated by Shinonome et al (US patent 4617235) herein Shinomore. 

Shinomore teaches fiber-forming hydroxy l-terminated polyamide comprising 
caprolactam and hydroxycaproic acid and process of making (Column 2, line 35). 

Regarding Claim 16, the fiber produces in combination with a pigment (Column 
3, line 35). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Listvoyb whose telephone number is (571) 272- 
6105. The examiner can normally be reached on 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Gregory Listvoyb 
Examiner 
Art Unit 1711 
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^'SJ^sory Patent Examirwr 
Technology Cerrterl700 



